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AFFIDAVIT OF B. FEINBERG VERIFIND FOR USE IN SUIT 
ABOLT TO BS BROUGET IN THe U. S&S. CIRCUIT COURT ¥OR THS 
DISTRICT OF NEW JERSEY EY AMERICAN GRAPHOPHONE COMPANY 
AGAINST VICTOR TALKING HMACKINE COMPANY. 


AMERICAN GRAPECGPHONZ COMPANY 





VS. " In Equity. 
: . 
VICTOR TALKING MACHIIB COMPANY No 8 62] 
PFIDAVIT OF 3B. FPYINBURG. 
State of Now York, 
County of New Yorx, SS, 


B. FEINBERG, being duly sworn, deposes and 
says: I am of lawful age and am a salesman in the 
Wholesale Department of the Columbia Phonograph Company, 
General, having my headquarters at 154 Nassau Street, New 
York City. The said "Columbia*® is sales agent for the 
American Graphophone Co. of Bridgeport, Conn. 
about May or June of last year, the said 
Graphophone Co. and Columbia Co., having recently had one 
of their patents for the production of disc sound-records 
sustained egainst the Leeds & Catlin Co., undertosk to 
relieve the Leeds & Catlin dealers of their infringing 
Leeds & Catlin xecords, upon the bssis of purchasing from 
said parties proportionate gquintities of Leeds & Catlin 
records in connection with the sele to the same parties of | 
the graphophone records. Cn June 5, 1909, I closed.a deal 
by which there was sold and delivered to the Graphophone 
Co. a number of said Leeds & Catlin records. Wo such 
arrangement was made with the Simpson-Crewford Co. of Hew 
York City, and none of said Leeds & Catlin records were 
taken from the Simpeon-Crawford Co. ) 
Said Leeds & Catlin Co. records consistedof | 
discs heaving a sound-record upon one face thereof, Knoxn as 
"single faced records". About that tine, or somewhat 
earlier, my company had ceased to put out "“single-faced 


records", but was putting out diecs having a sound-record 
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on each face thereof, known as "double+faced records", 

In consequence, there remained on hand at the Graphophone 
Factory in Bridgeport, Conn., a large quantity of its single 
faced records, in eddition to the sinrlo-feaced Leeds & 


Catlin records acquired as above. 


e or four months ego I succeeded in | 


w 


Some thr 
selling to verious dealers in different parts of the 
United States, at special , terms, certsuin quantities of 
said singlesfaced records, it being agreed detween the 
respective parties that said articles should not contain 
the name of either of my companics, but should contain 
the dealer's special lebdel. Among others, our vinwia~ 
faced records were supplied to the Sirpson-Crawford Co, 
of New York City. I am advised thet a lurice part of the 
goods so supplied Simpson-CravyTord Co. were manufactured by 
the Graproprone Co., and that the rest of the shipments 
were made up of records taken from the above-named stock 
of Leeds & Catlin records, for which latter records a 
reduction in price was allowed said Simpson-Crawford Co. 

I have read that portion of the lassie affidavit 
which refers to the interview of Feb. 28, 1910, he and I 
head with the two gentlemen at the Sirpeon-Cravford Co. 
eatablishment on 6th Avenue & 19th Street. ir. Hassie's 
account of said interview is in all respecto correct. I 
would add thet the same statements head previously been made 
to me, on several occasions, vy each of the two gentlemen 


whom we then met. 
B. Feinberg. 


Subscribed and swrorn to before me, 
this ast day of Kurch, 1910, 


Ralph L. Scott, 
Notary Public, 
[Seal] New York County. 


oLe 
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BE BROUGHT IN THZ UNITED STATES CIRCUIT COURT FOR THE 
) ISTRICT OF NEW JERSEY BY TH! AMERICAN GRAPEOPHONE COMPANY 
AGAINST VICTOR TALKING MACEIN’ COMPANY. 


| 
ARFIDAVI? OF He A. YERKES VOR USE IN SUIT ABOU? TO 
“MURICAN GRAPHOPHON? COuPANY 

‘VS. tn Equity. 


VICTCR TALKING MACFINE UCGMPANY. 


YSEKES APFIDAVIT. 


Se Se ae 


ff 


| 
| 
| 
| 
| 
| 

State of iiew York, 

county of New York, SS.; 

H. A. YERKES , being duly sworn, devoses and 
says: Iam and for some wears have been the Manager of the 
Wholesale Department of the Columbia FPrenogranph Company 
(General), wnich is one of tha selling ugento of the 
American Graphoplkone Company, corpleinent herein, I know 
Mr. B. Feinberg «who hes made an affidavit herein for come 
plainant. I have read said Feinberg att dave t, and the 
statements therein regarding the mn ts by said Graphoe 
phone Ce., from Leeds & Catlin Co. dea ers,said by them to 
be Leeds & Catlin disc sound-records, are true. 

The deal which Er, Feinberg closed on June 5, 
1909, passed threugh my hends. The original fectory records 
of my Companies are now before me «ina show thet all of 
said Leeds & Catlin records were received at the Graphophone | 
fectory in Bridgeport, Conn., prior to June 17, 1909. Said 
records further show that none of said Leeds & Catlin 
sound-records were received from the Simmson-Crawford Co., 
of New York City. 

It is further true, as stated by Mr. Feinberg, 


that € number of months ago my Companies ceased putting out 
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single+faced disc records, and confined themselves exclus= 
ively to the output of doutle-faced recoris; eélthough re 
still have on hand a considerable stock of single-feced 
records of our own prior manufacture, as well as of the 
aforeesid Leeds & Catlin records obtained from former. 
customers of said Lseds & Catlin Co. 

It is likewise true, as stated by Mr. Feinberg, 
that vithin compnratively recent times arrangements have 
been made to supply various dealers in different parts of 
the United States, at special yterms, with certain quantities 
from cur said stock of single-faced records} and that, vy 
such arrangement, it was provided that the articles soe 
supplied should not contein the nemes of my Companies but 
the special label of the house receiving the goods, Gne 
of there houses is the Sirpson-Crayvford Co., of New York 
City; and under eaid errangemnent the label “Sir Eenri*® 
was applied to seid records <t our BSridgeport factory,, 
before the same were snipped to Sinpson-Crawford Co. The 
letter informed me that said "Sir Eenri” label was their 

wn copyrighted Trade-Fark. 

Without my Knorledge, or the knovleige of said 
customer, some of snid shipments of said "Sir Henri® records 
to said Simpson-Cravwford Co. were taken from our said stock 
of Leeds & Catlin records, «ith the same copyrighted Sir 
Henri label applied thereto befcre shipment. ‘The matter 


vas brought to my attention by the customer, whereupon a 





-reduction in price was allowed the customer with 
respect to the records last referred to. 

Until the aforesaid deel was made with said 
Simpson-Crawford Co., thnt house was handling the dise 
machines and the dise records of the Victor Talking Hachine 


Co., and was not handling any of our goods. Since we begen 


ole 
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supplying our goods to said Simsan-Cre 


~~ 
~ 


other concerns whe were formerly handling Victor goods te 


the exclusion of ours) said Simpson-Crawford Co. (and some 


ef the other concerns last referred to) have been handling 


| Victor Co. 


i customers, 


‘| beth Victor goods and our goods; 


ao * 


and I have been made 


| aware from time to time of great efforts on the part of the 


wford Co. (and to 


to induce said Simpson-Cravford Co. (and the 


Victor goods exclusively. 


| other concerns referred to) to cbanion our goods end handle 


here exists, as is natural, the keenest sort 


| selling goods to the Department Etores 


and I have repeatedly had 


1 4 f 4 -’ 
| with prospective customers delayed and 


| of competition between ourselves and the Victor Co. in 


our negotiations 


| 
and other large 
checked, and somee | 


times broken off, on account of representations made by 


Victor agents with, regard to patentelitigation, injunctions, 
g { 


‘ 


Victor Co.,; regarding their "patent-rights" have proved a 


| dn preventing the sale of our goods. 


| ete. in. short, the wide-spread assertions on behalf of the 

i ; 
great factor in increesing the difficulties of our werk and 

! 


(Sgd.) H. A. Yerkes. 


Suoscribed and sworn to before ise, 


this Qnd 


day of March, 19106. 


Ralph L. Scott 
Notary Puolic, 
New York County. 


ee 
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IN THE CIRCUIT COURT OF THE UNITED STATES. 


Southern Pistrict of New York. 


In Equity No. 8627. 


SUIT ON BERLINER GRAMOPHONE PATENT YO. 534 


Gramophone Company, 


ie Complainants, 
Vs. 
> American Graphophone Company, 
, Defendant. 
RE RUGH TO S=OW CAUSE WHY ArTACHVSNT SKOULD NOT 
ISSUE SOR: CO. LaNPT OF COURT. 
y Pa = 
ASPIDAVIT OF ELDRIDGE R. JOHNSON ON BERALF OF 
‘ COMPLAINANTS, 
Commonwealth of Pennsylvania, ) | 
> $83 
City and County of Philadelphia.) 
Fidridge R. Johnson, being duly sworn according to 
' law deovoses and says as follows: 


IT am President of the Victor Talking Machine Company 
and have been since its organization in October 1901, andhave 


been in close touch with all the business transactions of the 


eS | Spee = 


Company since its organization, Relative to the azreements of 
December 8, 1905, and June 3, 1907, between the Victor Talking 
Kachine Compa y and the American “raphophone Company, referred 


to in the matter of these contempt proceedings, and particu- 
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larly in the affidavit of Edward D. Easton, 


of the defendant, 


I would say 


ES 


nat I personally had charge 


oroduced on behalf 


a 


of this matter in negotiating these azreements with Mr. paston 


of the American Graphophone Company, and that the terms of the 
said agreements were arranged by me,on behalf of the Victor 
Company, with the representatives of the American Graphophone 

Company, and ! am very Tamiliar with the same and the negotia-~ 


tions leading up to the said asreecnen 





One of tne ain objects of the agreement of December 


was <0 
03,/crovide. 
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adjudication of the patents, the subject-matter of the asree- 
ments, varticularly the Berliner Patent No. 554,543,and in 


the event that this patent should be sustained, among others, 


oe 


that the cooperation of the American Graphophone Company 
should be assured in assisting to suppress all infringements 
eee einen AE ee ae | 


nL claims, and that the varties sould cooperate | 
in perfect good faith, aiding each other to maintain their re- 


spective rights when the patents should be sustained. 


The agreement of June 3, 1907, was entered into after 
the Berliner Patent No. 534,543, had been adjudicated as valid, 
ee andl pi Sat 


and the American Granhophone Company neld to infringe claims 5 


substituted for 





wreement of June 3, 1907, was 


le 
the original agreement. Under tris asr2zement all claims of ‘ 


the one party against the other for moneys or royalties, due 
or arising under the original agreement were set off, one 
against the other, as provided in paragraph 1, and it was pro- 


vided (paragraph 2) that the royalties under the Berliner 


patent No, 544,545 and the Jones Patent No. 688,739, should be 


set off, one acainst the other, until the expiration of the 
Berliner patent. One of the objects of this agreement, as in 


the other agreement, was bona fide cooperation on thevart of 
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the American Graphonhone Company to assist in suppressing 
all infringements, among others,of the Berliner Patent 554,545, 
as provided in paragraph 14, and as further evidenced in para- 


a graphs 13 and 16 of the agreement of June 3, 19075 the object 


Got PEt ETE seth sh 


being in this respect to SUPP ess alt in? ringements and to 


Ne re Og ore nee ; -——- eee? ad ii = ee 


prevent infringers from avenoatne of their tne rinsing goods. 
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would say that at the date of the execution of 
of June 3, 1907, the Leeds & Catlin Company had been en oined 
both by the Circuit Court and Circuit Court of Appeals, and 
the writ of certiorari had just issued (May 31, 1907) by the 
Supreme Court of the United States. 

The records of the Leeds & Catlin Company had been on 
the market and the Victor Company was spending harge sums of 
money in litigation, in an endeavor to restrain the sale of 

= these Leeds & Catlin ey This was the only extensive in- 
fringement in tne manufacture and sale of disc records which 
existed at that time, and the Leeds & Catlin Company was re- 
garded both by the American Graphophone Company and the Victor 


—< = thee Loe — 


Company as their worst Seneey and the one doing the most damage 


a ee 


RT pe 


ana injury to both the Victor Company and to the American 


=e 


-~ 


Graphophone Company. The American “rapnorhone Company was 


+0) 


ttempting to engoin the Leeds & Catlin Company from making 
records also, by the process of the Jones Patent No. 688,739, 
@lso #4 the subject-matter of the agreement. Itwas especially 
understood between nyeeit, me the representative of the Victor 
Talking Machine Compaiy, and Mr. Raston, as the representative 
of the American Graphophone Company, at the time of the making 
of this contract of June 3, 1907, that every effort should be 


made to enjoin this infringement by the Leeds & Catlin Company 
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under the Berliner Patent No. 534,543, and it was certainly my 
understanding that the American Graphophone Company would act 
in good faith in suporessing this infringement of the Victor 
Company's patent. 

The only righty granted to the American Graphophone 
Company, under the said agreement under the Rerliner Patent 554, 
543, and the only rights intended to be granted, was the right 
to operate underclaim 5)to produce the apparatus of claim 55 
and to sell the product. The America ¢raphophone Company had 

eye I EE adem gogeemnme 

its factory at Bridgeport, Connecticut, where the records and 
macnines were manufactured, the goods being sold through its 
selling agent the Columbia Phonograpn Company General. I would 
say that this right granted under this Berliner Patent, among 
others, to the American Grapnophone Company, was_not an exclu- 
sive right,and was personal to the American Graphophone Company. 
It was not assignable, as provided in paragraph 22, without 
subsequent special consent in writing, which was never granted. 
The purpose and object of the agreement, as far as the Berliner 
patent 534,543 is concerned , among others, was to permit the 
American Graphophone Company to manufacture under claims 5 
and 55,and to sell the product manufactured by it. There was 
never any understanding between tne representatives of the 
American Graphovhone Company and myself, or any other rpepre- 
sentative of the Victor Comoany, at the time of the making of 
either of the said agreements, that the rights granted should 
go beyond the right mentioned for the American Cravhophone 
Company to manufacture under the said claims and sell its 
product. No such right as claimed by the defendant, to buy up 


and sell the goods made by others’ in infringement of the said 


claims of the Berliner patent was granted or ever intended to be 
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granted by the said agreement. On the contrary, as herein- 
yefore stated, one of the mein objects of the agreement, after 
the patents are sustained, was the bona fide cooperation 


of the parties to suppress all infringements,and not to aid or 


ag = 
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abet in any way violators of the respective patents, the kee 
. ia 

subject-matter of the agreement. ie 
Among other things, it was expressly upderstood : 

Ge 

between the parties at the time of the making of the agreement, es 
ts 

“§ 

relative to this patent, anong others:-~ ; 
(1) That the right granted should be personal to it 
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hé rights of the other licensees snould sé respect= 


(3) That the right granted was the right to the 
American Graphophone Company to manufacture and to sell the 


product of its manufacture,and no others. 


(4) That the parties should act in the utmost good 
faith in suppressing all infringements (paracraph 14,-see also 


paragraphs 13 and 16). 


Parasraphs 9 to ll of the present agreement, have no 4 


om Tt 


avplication,as contended for by Easton in his affidavit, as 


~~ Cat, > 


thers are no royalties due under the said Berliner Patent. 

In regard to the assertion made by *"r. naston, in 
his affidavit, that the AmericanGraphophone Company for some 
months prior to June 1907, imported so-called Fonotipia records, 
manufactured aborad and sold the same in this country, I would 


say that the Victor Company never sanctioned such an act on 
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the part_of the American Graphophone Company, it never had the 
matter called to its attention before in this connection, but. 
I understand that the American Graphophone Company, realizing 


that it was violating the injunction against it, stopped the 


importations about June 1, 1907. 
The fact that Mr. Faston alleges that the American 


Graphophone Company is now importing matrices from the 


Fonotipia Company,and that it, the American Grapnophone Com- 
pany, presses records in this country from the said matrices, 


presents a somewhat different question from that presented 


tl eine ariel 
_ 


in these contempt proceedings. This fact can have no bearing 


Ss" 
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upon the present contempt proceedings other, perhaps, than to 
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ccentuate the fact that the American Graphophone Company has 


cr 


een neretofore, according to its own showing, violating the 
injunction issued in this case. 

According to the defendant's own showing it purchased 
the Leeds & Catlin records, complained of, in June 1909, and 
sold them to Simpson-Crawford Company "on the eve of the 
holiday season" (Easton affidavit page 13). The mandate after 
the decision of the Supreme Court of the United States was 
filed May 25., 1909, thouzh we contend it would have been in 


| 


empt if the acts had teen committed before the date of 


cr 


con 
the mandate. 

Mr. pastonts affidavit endeavors to show that the 
defendant was acting in good 7aith, but it is clear that such 
is not the case. The defendant was notified that complainants 
regarded these acts as an .infringement in contempt and viola- 
tion of the agreement; by telegram of complainant's counsel, 
dated June 12, 1909, as soon as complainant:s c@unsel iearned of 


these acts by the defendant and by letter of June 17, 1909, 
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copies of which are hereto attached. It was in the face of and 
subsequent to the date of these notices that the defendant 

took over certain of the infringing records of Leeds & Catlin 
Company and sceld them, emong others, to Simpson, Crawford 
Company. The defendant elso sold these infringing records, 


among others, to Simpson Crawford Company contrary to the 





suggestions of Judge Lacombe in his decision filed June <, 


> aes 


— | 
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1909, in the case of Victor Talking yachine Company vs. Strauss, 


, a. 


et al., where this Honorable Court suggested that this question 


be tested by selling a single disc and notifying the complain-~ 


= 


: Fd i. ae 


ant of such sale, (A copy of this decision is attached to con- 


Fhe sy Cat linn 
plainents' metjon popers). 


aes 


A copy of this decision Was sent by Mr. Pettit to 
defendant's counsel, by letter of July 31, 1909, a copy of 


which is hereto attached, It is, therefore, sepparent that the 


at a ee ah bel i: i a 
age, a 


efendant wes not acting in good faith in the sale of these 
goods, complained of, after the date of the Court's suggestion, 
end in face of the notices cof complainants! counsel. 
I alse attach hereto certain correspondence of Mr. 
Pettit, counsel for the Victor Talking Machine Company with the 
American Graphophone Corpany, dated July $1, 1909, complaining 
of certain violations of contract and bad faith on the part 


of the American Graphophone Company. 





SWorn to and subscribed before me this 25th day of 
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oP ees! toe 


April, A. D. 1910. 
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June 12, 1909 


Philip -fauro, 
154 Nassau St., ; 
New York, N.. Ys: 


Have reliable evicence that the American Granhophone Company 
has been entering into arrangements rele certain parties 

to take over disc records and machines rade by infringing 
cencerns infringing our sustained Berliner Patent and no- 
tify you that the Victor Talking “‘achine Company regards 
these acts as not only infringing but in cirect violetion 

of the agreement ee the American ST aPOeEEens Company 
and the Victor Talking Vachine Comreny. “ust have immne- 
diate satisfactory r ceply. 


Horace Pettit 
Counsel for Victor Talking Machine Co. 


June 12, 1909 


American Graph 
Br geport, Conn. 


rap 
id 


WhSt 


Fave reliable evidence tha 
into arrancements with cert 
records and machines rede b 
our sustained Berliner pat = and notify you that the 
Victor Talking Machine Compeny regards these acts es not 
@ly infringing but in cirect violation of your azreem=nt. 
Must have immediate satisfactory renly. 


fa 


your company 4s eves entering 
tn parties to take over cisc 
infringing concerns infringing 
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yn 
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| Horace Pettit, 
Counsel for Victor Talking Machine Co. 
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Philadelphia June 17, 1909, 


Vessrs. Mauro, Cameron, Lewis & Massie, 
Tribune Building, 154 Nassau St., 
New York, N. Y. 


CC, A. Le Massie, Esq., 
Dear Sir:- 


Referring toyour favor of the 12th instant, you 
sk for additional information relative to the matter con- 
rxined in my wire of that date to Mr. Philip Eauro of your 
firm, and a like wire of the same date to the American Grapho- 
phone Company of Bridgeport Conn. The wires referred to 
read @s follows: 


ta 


5 


cr > 


ri 


"Philip Mauro, 154 Nassau Styx, New York, WN. Y. 
‘Have reliable evidence that the American Graphophone 
Compeny hes been entering into arrangements with cer 
tain parties to teke over disc records and machines 
made by infringing concerns infringing our sustained 
Berliner patent and notify you that the Victer Talking 
Machine Company regerds these acts as not only infring=- 
ing but in direct violation of the azreement between 
the /merlican Grapnophone Compeny and the Victor Talking 
iachine Company. Must have immediate satisfactory 
reply, Horace Pettit,, Counsel for Victor Talking 
Machine Co," 


I would suggest that the American Graphophone Com- 

vany have full information in the matter referred to and 
can give you all the cetails. I would say, however, that what we 
complain of particularly is that the American Graphophone Com-= 
pany and its selling agents and subsidiary companies, the 
Columbia Phonograph Company, General, or the Colwnbie Phono- 
graph Company, have been negotiating and in some cases, we 
are informed, have entered into certain agreements with cer- 
tain concerns Which have been manufacturing or selling in- 
tringing apparatws in infringement of Berliner Patent 
No, 534,543, belonging to my client, looking to the taking 
ovey in some cases, from said infringers, among other things, 
of certain of said infringing goods, in consideration of or 
part consideration of goods to be purchased from your clients. 


I would say that such acts, whether the infringing 
goods were actually taken over or not by your client, are not 
only infringements of our Berliner Patent No, 534,543, but 
also in direct violation of the azsreement existing between 
the Victor Talking Machine Company and the American Grapho- 
phone Company, dated June 3, 1907. 


You will recall thet in the event of this Eerliner 
parent being sustained, it is provided that you shall give us 
such assistance as we desire in our efforts to suppress all 
infringements of the patent; on the other hand, as a matter 
of fact, vou ere aiding end abetting the infringers by en- 
couraging them and helping them disvose of goods made and sold 
in infringement of the patent. 
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June 17, 1909. 


Mauro, Cameron, Lewis & Massie. (2) 





I would also add that the acquisition by vour client 


of goods which have been made in infringement of our patents 1 
can in no manner opsrate to change the cnaracter of the goods 1 ote 
from infrinsing to non-intringing gfoods, by reason of the fact | f 
that you may have a conditional license from us relztive to the P 
patent. You have no right whatsoever under the license to ‘3 


purchase goods from infringers made in infringement of the pat- rs 

ent, and such goods in your hends would still be infringements. 

You, therefore, in handling such goods would be not only violeta ; 

ingyour contract in aiding and abetting the infringers by f 
t 
;. 
r 


am 
* = 


taking over these infringing goods, but you would be liable 
as well, yourselves, for infringement of patent. 


These acts we regard as 2 gross violation of the 
epirit as well as the letter of the agreement,and must have 
immediate satisfactory reply from you as to the position of 
your client in the matter, 


I vould ae 
the names of the par 


it is usnecessary for me to give you 
ee ith wh 
gotiating in thsse mat 

d 


frhom your clients “ave been ne- 


© J 


i 
t 
ers comp 
and are well informed in the matter. 
u v 
5 
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Philadelphia July 31, 1909. 


American Graphophone Co., 
Bridgeport, Conn. 


&. D. Easton, Esq., Pres., 


Tear Sir:- 


Referring to my corresponcence and that of my 
client, the Victor Talxing Machine Company, with you and your 
attorneys, regarding the complaints of the Victor Talking 1} 
Ghine Company relative to alleged violations on your part, ee 
the agreement of June 3, 1907, I woule call your attention 

to the fact thatve have had no setisf=ctory responses to our 
complaints, and particularly to my wire of June 12, 1909, 
addressed to your company, and similar wire eddressed to your 
attorney, Philip Mauro, or to my letter of June 17, 1909, ad- 
aressed to your attorneys, Messrs. Mauro, Cameran, tewis and 
Fassie, a copy of which letter I enclose herewith, which en- 
bodies a copy of said telegram of June 12, 1909. 


As these are matters which cannot be overlooked, I 
write you again, and semong other things would call your at- 
tention to the decision of Judge T.acombe in the case of the 
Victor Talking Machine Company vs. Strauss, filed May 29,1909, 
a copy of which is herewith enciosed, which shows, semong other " 
hings, that the Court would doubtless enjoin any effort on 
your part, as a licensee, to aid an infringing concern by 


taking over records or cevices meade in infringement of the pate 
ent in suit. 


We must again present to you our formal protest agains 
what we regard as gross violations on your part, of the con- 
tract of june 4, 1907, in thus aiding and abetting the infringe- 
ment of my client's patents, the subject matter of the said 


agreement, especially Berliner patent #534,543,and particularly 
as noted and set forth in my letter of Tune 17, 1909 to your 
ALTOINEY Se 


Among other things, we protest also ageéinst your 
1. The making of cert:in parts of talking machines 
and selling them to the Regina Company for use in infrirgétne 
constructions in infringement of the Berliner patent No. 
954,545, anc against the protest of the Victor Company 

2. The supplying of records to manufacturers of 
infringing machines, such as the "Star" record for use on the 
"Star" machine manufactured by the Hawthorne & Sheble Company 
inviolation of the Berliner patent 534,543, emong others. 


5. The supplying of records to O'Neill-James Com- 
pany of Chicago, for use on infringing machines menufactured 
by Hawthorne & Sheble Manufacturing Company. 

4, The assisting of infringers of the Berliner pat- 

- ent 554,545, and aiding and abetting the infringement, among 
Other things, particularly recently, by offering to buy up from 
infringers such as O'Neill- James Company, Macy.&_Comoany—end= 
numerous others, infringing coocs found in the posse 
of the defendant, ir violation of sections 13 and 14 of the 
agreement of June 3, 1907, as well as in violation of the spirit 
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of the entire agreement to aid each other in suppressing all 
infringements after the Berliner patent had been sustained. 


5. The bad faith of the American Graphophone Company 
in its relations toward the Victor Compeny in other things 
notably in encouraging others to infringe the Victor Company's 
patents, such as the Victor Comneny's enclosed cabinet patents, 
esmong others, the Miller reissue patent No. 12,963, issued Nay 
25, 1909, to the Victor Company, by selling parts to other manu 
facturers, emong others, the Regina Comp:ny, for use in said 
infringing cabinets, as well es for use in a mechine constructed 
in violation of the Berliner patent 534,543, Also, among 
Other things, the violation by the American Graphophone Company 
itself of the Victor Comsany's patents, including the said 
enclosed cabinet patents and numerous others. 


I must request that these matters have your prompt 
attention and that we have your early reply. 


I am sending a copy of this communication to your 
attormeys, Messrs. Mauro, Cameron, Lewis & Massie, Tribune 
Building, New York. 

Yours very truly, 


(Sgd) Horace Pettit 


P/CW 
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verified herein, 4nmil 20..191%. and_un 


IN THE CIRCUIT COURT OF THE UNITED STATES 
For the Southern District of New York. 
VICTOR TALKING MACHINE COMP ANY 
VS. In Equity, No. 8627. 


ANPRICAN GRAPHOPEONE COMPANY 


NOTICE OF VOTION. 


To - Horace Pettit, Esq., 
Of Counsel for Complzinant, 


fessrs. Stimson & Williams, 
Soli¢itors for Complainant, 
«# Rector Street 


New York City. 


PLEASE TAKE NOTICE That on the Yerkes affidavit 
verified herein April 9, 1910, and the Hicks affidavit 
verified herein April 11, 1910, copies of which have already | 
been served upon you, and on the annexed Baston affidavit 


Tne sher neners 


6 —— —= = =f — >= Pk ee Eid — = 


rs 
already filed in this proceeding, we shall move this Court 


in the Court Room thereof in the Post Office Building in 


aa 


the Borough of Manhattan, City of New York, at the opening 
of the Court for the hearing of motions on Friday, April 22, 


1910, or so soon thereafter as counsel can be heard, fora 


re-nearing of your motion to hold defendant in contempt, 


and for such other and furt lef as equity may require. | 
Yours respectfully, 
Dated Yew York, ; 


April 20, 1910. Of) Ve tee 


Of Counseli~for Defendant. 


Receipt of a copy of the foregoing Notice and of the 
annexed Naston affidavit is hereby admitted. BE SIFO. 


VALLE 


Solicitors and of Counsel for 
Complainant, ue 
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IN THE CIRCUIT COURT OF THE UNITED STATES 


For the Southern District eof New York, 


VICTOR TALKING MACHINE COMPANY 
Vie 


AMERICAN GRAPECPHONE COMPANY. 
EASTON AFFIDAVIT, 


State of New York, } 
County of New York, ) rie 
EDWARD D. FASTON, being duly sworn, deposes and 

says: I am, and for more than fifteen years past have been, 
the Presicent of the American Graphophone Company, named 28 
defendant herein, and also of the Columbia Phonograph 
Company, and of the Columbia Phonograph Company (General), 
selling agents of defendant. It is well known to com- 
plainant and others in the business, that the two Columbia 
Companies are identical in interest with defendant, and that 
our goods are known by the name "Columbia"; so that I shall 
sometimes refer to all these Companies, indiscriminately, as 
"defendant" or "we", 

| With regard to the present controversy, I shail now 
set out the circumstances attending the executicn cf the 


license-agreements between compléinant and defendant, and 


the object and purpose of said agreements; how the parties 


have heretofore acted thereunder with respect to the Berliner 


Patent; and I shall show that our conduct in acquiring the 
Leeds & Catlin records from certain dealers, and our sub- 
sequent conduct in selling some of those records to certain 


other dealers, were not only entirely justified by the 
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but were also for the best interests of the talking-machine 
industry as a whole; and that we have acted throughout in 
the utmost good faith. 


I. 

Around the year 1903, we were engaged in extensive 
patent-litigations, among others with the compleinant 
herein; and each party was suing or threatening to sue the 
other on various patents owned by it. The two interests 
ultimately decided that it would be to the mutual advantage 
of both parties and indeed of the entire talking-machine 
business, to come to an understanding whereby the validity 
and scope of cur respective patents could be definitely 
ascertained without needless delays and controversies over 
technicalities, and to bring about an agreement by which 
each parry sould operate untrammeled by 4 the e enumerated 

sesamin aa eumiemnell re 
patents of its adversary, even though the latter should be 
sustained broadly. As the result of negotiations and con- 
sultations, an understanding was finally reached, and under 
date of Dec. 8, 1903, we mutually executed a license- 
agreement which was drawn up by the Victor Co. A copy of 
that license-agrezement of Dec. 3, 1905, was offered in 
evidence in tne original proceedings herein, and is like- 
wise an exhibit annexed to one of the Massie affidavits in 
these proceedings. 

Of the various patents enumerated in said agreement 
our "Jones Patent" No. 688,739, and the Victor Co's 
Berliner "Gramophone" Patent’No. 534,543, here in suit, 
were sustained by the Courts; so that each party became 
obligated to pay royalties to the osner, However, certain 


controversies arose as to said royalties and as to other 


mo 


| 
letter and the spirit of cur agreements with the Victor Co., 
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litigations and threatened litigations under various 
additional patents of the respective parties, With the 
same objects in view as before, and after further negotia- 


tions and consultations between the parties, we mutually 


\ 


details under said agreement; and there Were also certain 


executed, under date of June 3, 1907, a substitute agreement 





that was likewise drawn up by the Victor Co. This latter 
agreement is still in force, and a copy thereof is annexed 
ag an exhibit to the said Massie affidavit herein, 

The purpose and object of this present agreement, of | 
June 3, 1907, was to dispose of all litigations and con- | 
troversies under the various patents enumerated therein, by | 
mutual concessions, and to leave tha parties free to | 
Operate under the enumerated patents of the respective 


interests, without any restrictions except as to the pay- | 





ment of royalties, and except for certain limitations ex- 
pressly recited in said agreement, In fact, the payment of 
royalties to the Victor Co. for all our operations under 
the Berliner "Gramophone Patent" here in suit, are expressly 


set off against the royalties the Victor Co. would be 





owing us under our Jones Patent until the expiration of the 


Berliner 
Sonex Patent (after which the Victor Co. is to pay us 


agreement was to enable us to operate freely and fully under 
said Berliner "Gramophone Patent", without any restrictions 


or limitations whatever except those limitations that are 


——— 


expressly recited in said agreement, ~ 


as | 


| 
| 
royaltiesy therefore, the purpose and effect of the present 
| 
| 
| 
| 


At the time said agreements were executed, it was the. 
mutual understanding of botn parties, as it is still the | 
understanding of myself and my associates, that said instru- 
ments were intended to be co-extensive with the patents 


therein recited, and that they permitted, and in law had | 
| 
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| "Gramophone Patent" No. 534,543, here in suit (and similarly | 


| with regard to our Jones Patent), the understanding and 


' gertain specific exceptions are carved out of this general 


| the effect of permitting, each party to operate freely under 
the patents of the other party; and - except for the 
| Limitations expréssly recited in said agreement - to 


| operate as freely as if said patents did not exist, | 
| 


For instance, with reference to the Berliner 


| intention of both parties at the time of tha execution of 


paid agreement of June y 1907, was, and our own understanding 
gtill is, as follows: Said agreement conveys to us, in 
general terms, unequivocable and comprehensive rights as 

| broad as the Berliner Gramopnone Patent itself, - in short, 
'+=it puts us in the position as if the Berliner Patent were 

| completely blotted out of existence; and, in like manner, 


i! equal {comprehensive rights are granted the Victor Co. under 


our Jones Patent. Then, in derogation of said broad rights, 


_license, and reserved to the licensor. The exceptions or 


Yestrictions, in derogation of the broad rights so 


1. We (that is, defendant) are forbidden, by 
paragraph 22 of said agreement, to assign our license under 


said Berliner Patent or to grant a sub-license thereunder, 


| 
| 
| 
: conveyed, are the following: 


without the written consent of the Victor Co.; and the Victor 
Co. is equally forbidden to assign or sublet its license | 
under our Jones Patent, | 

2. Although the several Berliner patents under | 
which we were licensed (or to be licensed) are for machines 
and records designated in said patents as "Gramophones" 


and "Gramophone Records", so that we should naturally be 


permitted to designate our licensed goods by their patent- 


mame = "Gramophone" - yateby ‘paragraph 19 of the agzreement 


~4- = i 


Raymond R. Wile 
Research Library 





=e Se eyo oll a ae 





‘ 
| 








~=2 nts Ne ae a ie ee ae 


ee a ee, ee 


_ We are prohibited from using the word "Gramophone" upon 
. goods we put out under the "Gramophone patent"; and the 


| Victor Co. is equally forbidden to use the term "Grapho- 


phone". 

3e With regard to disc sound-records manufactured 
by third parties,a great number of such records were 
being manufactured ab initio by numerous competing cone 
cerns, who aad their own recording and themselves carried 
out all the operations of producing said sound-records} 
but in some instances such competing perscns or concerns 
copied or "counverfeited™ sound-records originally re- 
corded and put out by the Victor Co. or by ourselves. 
By paragraph 16 of saic agreement we are prohibited from 


ourselves copying or counterfeiting each other's records, 
apnea pi net i cinta. eat naa 


and we are prohibited from dealing in copies or counter- 
NS Ny a ee ee 


ee ele 





feits (of each other's records) made by third parties; 


. but we are not prohibited from dealing in genuine records 


(not counterfeits) made by third parties. 


It was not the understanding or intention of either 
party (certainly not of the Graphophone Co.) that our mutual 
licenses were limited only to manufacturing and to selling 
goods of our own manufacture - & mere shop-right as it 


were -, or that we were to be prohibited from handling goods 


manufactured by others. We believed, and still believe, 


that so far as the Berliner Patent and the Jones Patent 
are concerned, each party is free to operate thereunder in 
any and every manner it sees fit, - except where expressly 
forbidden by the terms of the agreement, In the original 
license~agreement of December, 1903, and in the substitute 
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agreement of June, 1907, the rotalties are based upon the 
number of goods sold, See paragraph 9 of the original 
agreement and paragraphs 9-1] ~2== 329 of the present 


agreement. Reading the indicated paragraphs of the present 





agreement, it will be seen that the question of what 


| person or concern does the manufacturing, is utterly 
| immaterial; the pertinent question is the quantity of 
| goods SOLD. 

With reference to the aforesaid paragraph 16 of the 
Victor-Graphononone agreement, when it is understood 


what is meant by "copying™ or "counterfeiting" records, 


and when it is perceived that there were many other concerns 





manufacturing sound-records but none of them were licensed 


manufacturers except the Victor Company and ourselves, it 
will be seen that under said paragrapn 16 it was con- 
templated and intended that each party should have the 

| right to Duy and sell and deal in sound-records made by 

_ third parties (even if the manufacturer had no license 

under our Jones Patent or under the Victor Co's Berliner 

Patent), so long as said records were not copies or 
counterfeits of Graphophone or Victor Records. | 

As to "counterfeiting": It is well known that in | 

the production of disc sound-records, the first step is the 

original recording by more or less expensive artists = | 

singers, instrumentalists, Grand Opera Stars, etc. - under 

the supervision and manipulation of high-priced record 


makers as experts, and by means of special laboratory 


The "taking" of a successful original record is a 


laboratory operation, that requires considerable "knack", 





methods and appliances that are more or less trade-secrets, | 
and involves a great deal of expense. From the "original" 
| 


record, & practically unlimited number of copies are 
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obtained by a factory procedure involving electroplating 
and the pressing of the electroplate into a mass of 
thermoplastic material, to produce the ultimate commercial 
disc sound-record, An unscrupulous person, getting 


possession of one of these commercial records on the mrket, 


can produce from it, by similar electroplating and pressing, 
an indefinite number of copies or "counterfeits" ,~and at a 
trifling cost to himself, since he does not have to pay 

the "talent" for their services nor to maintain an 
expensive laboratory, etc, There had been in the past 

more or less of such counterfeiting, to the great 


detriment of the legitimate business, and particularly 


ee AS NESS: shee 


to the annoyance of the Victor Company. I refer for 
instance to the decision of Judge LACOMBE in Victor Talking 
Machine Co. vs. Armstrong A132 Fed. Rep. 711); also to 
Judge CHATFIELD'S decision in Fonotipia Limited et al. vs. | 
Bradley, and in Victor Talking Machine Co. vs. Same-t{71 
Fed. Rep. 951). The Victor Co. and ourselves, having in 
mind such capying or "counterfeiting", mutually agreed in 
paragraph 16 to do what we could to put a stop to its | 
We mutually agreed not to copy each other's records, and | 
not to deal in the copisd records made by other parties. 
This was not intended to be, and in our opinion it is not, 
an agreement pronibiting either party from dealing in the 
genuine records made from start to finish by third parties. 
I have said that the Victor Co. and ourselves were 
the only record-manufacturers licensed under the Jones 
Patent and the Berliner Patent. For a considerable period 
i hate to said Victor-Graphophone agreement, there were a 
number of concerns _putting out disc records made by our 


| 
| 
| 
patented Jones process and intended and adapted for use | 
upon the particular talking-machines of the Berliner Patent | 
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in suit; among others, I name the complainant, the de- 
fendant, the Universal Talking Machine Mfg. Co., the Leeds 

& Catlin Co., the American Record Co., the International > 
Record Co., and perhaps others. Of these, the complainant 

and the defendant were duly — under the Jones and 
Berliner Patents; while the Universal Talking Machine Mfg. 


Co., although licensed under the Berliner Patent, was not 


licensed under our Jones Patent, and indeed was not manu- 


any for some time. The other concerns named above were 


unlicensed, and were ultimately suppressed by us and the 





facturing records at all, and had not been menufacturing 
| 


Victor Co. 

In oppesiticn to contenpt proceedings brought by us 
L last year against said Universal Talking Macnine Mfg. Co. 
(in which we charged the latter with infringement of our 
Jones Patent by their unlicensed manufacture of Zonophone 


| dise records without license from us), affidavits were 


said Victor Co., stating under oath thats 


| presented by various officials of said Universal Co. and of 
"since January 21, 1907, the Victor Company | 


has manufactured ALL records since sold by 





the Universal Talking Machine Manufacturing 


| Company," (Haddon affidavit of Aug. 10, 1909, 


typewritten page 4); that" ALL the talking machine 


ww 
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records sold by the" Universal Co. for a long 


time prior to February, 1907, "have been manu- 


a 


factured for the Universal Talking Machine 
Manufacturing Company by the Victor Talking 
Machine Company" (McNabb affidavit of Aug. 10, 


1909, typewritten pages 1 and 2); and that this | 
fact "was known to the American Graphophone 
| 
| 


Company, and of which fact the said American 
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Grapnophone Company at the time was advised by 
the Victor Talking Machine Company" (Haddon 
affidavit, page 3). 


And, in an affidavit, in the same proceedings, verified 


| Aug. 10, 1909, Secretary Middleton (page 7) sets out a 


letter written by President Johnson of the Victor Coe, under 
date of Feb. 8, 1907, to Mr. George W. Lyle of my Company, 
(and forming part of the negotiations that led to the 
present license~agreement of June 3, 1907). In the course 
of said letter (annexed to said Middleton affidavit) Mr. 
Johnson notified us - 

"About the time the contract fof 


December 8, 1903) was entered into, the Zonophone 


Co.] was closed, as we found it didn't pay. Since 
then the Victor Company has done the manufacturing 
for the Zonophone so that it is in reality a 
parallel case with your (meaning the Graphophone 
and Columbia Companies} scheme goods", 

The said Haddon, McNabb, and Middleton afficavites, 
and others to the same effect, are understood to be on file 
in this Court, in the suit entitled American Graphophone 
Co. vs. Universal Talking Machine Mfg. Co., In Equity, 

No. 8056, 

From the foregoing, it will appear, that of all the 
records manufactured or that may be manufactured by any 
concern (including the various concerns above named), we are 
“ue prohibited from dealing in any except only such of them 
as are copies or counterfeits of the Victor records, and 
the Victor Co. is prohibited from dealing in none except 


those copied or counterfeited from ours, 
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II. 
It was mutually intended, and we haye always 
understood, that we were licensed to cperate freely under 
our respective Jones and Berliner Patents, without any 


restriction Whatever except as to licensing others and as 


payment of royalty to us under the Jones Patent after Febd.1911 


to refraining from handling counterfeit records, and that 
in all other respects each party has under our Jones Patent 


“F 
ae 


as under the Berliner Patent, the right to handle records 


manufactured by third parties, For mény months prior to the 


agreement of June, 1907, and while the original agreement 
of December, 1905, was yet in force, we had been importing 
from Europe the so-called "Fonotipia Records” manufactured 
in Europe by a concern known as Fonotipila Limited; and we 
publicly advertised and scold those goods, bearing the 
Fonotipia label with merely a pasted slip reciting that the 
Columbia Phonograph Company was the sales agent. The 
public and the trade generally was fully notified, by 
advertisements and otherwise, that said Fonotipia Records 
were not made by ourselves but were imported; and 
complainant must have been aware of the fact. Yet no 
objection was made by the Victor Coz; and no limitation or 
prohibition against handling records made by others, was 


introduced into the substitute agreement of June, 1907. 


After about a year of such importetions, our arrange- 


ments with said Fonotipia Limited were modified, so that 
instead of importing the Fonotipia records ready for the 
market, we imported the Fonotipia matrices, and the final 
step of pressing-up was performed by us in our own factory 
in this country. This later course of business was fully 
set out in the pleadings and proofs in Fonotipia Limited 
et al. vs. Bradley, above referred to (171 Fed. Rep. $51); 


and our papers in that suit were voluntarily submitted to 
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counsel for the Victor Talking Machine Company, who, after 


| perusing the same, instituted the Victor Co's similar 


proceedings in the companion suit, Victor Co. vs. Bradley 
(171 F.R., 951); so that complainant must have been fully 


aware of our importing Fonotipia matrices not manufactured 


| by ourselves. Yet complainant has never protested against 


either our importation of the Fonotipia records or ourleter 
importation of the Fonotipia matrices, - thus showing that 
complainant has always placed the same interpretation as 


curselves upon the agreement, as being one which gives each 
H 


party the right to deal in records manufactured by third 


parties (who need not have a license from complainant). 


I should add that the statements made by Mr. 
Cromelin, in his afficavit verified herein on March 18, 
1910, regarding the manner of selling talking-meachines and 


records, are correct. 


iii. 

In taking said Leeds & Catlin records off the hands 
of certain former Leeds & Catlin dcalers, we acted in 
abselute good faith, and the transactions were well known 
at the time to the Victor Co. from whom we did not conceal 
them. We believed (as we still believe) that we were 
justified under our license-agreement, and that we were 
acting with proper regard to the spirit as well as the 
letter of said agreement. 

At the time of said transaction, in the early part 
of June, 1909, our Jones Patent for the manufacture of these 
sound= records had recently been sustained by the Court of 
Appeals against said Leeds & Catlin Co., upon full proofs; 
and we had just entered a Decree enjoining Leeds & Catlin 
Co. from further manufacture of said records, Complainant's 


Berliner Patent had also been recently sustained against the 
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on final hearing. Dealers throughout the country had been 


for many years buying and selling the records of Leeds & 





same Leeds & Catlin Co., but only upon affidavits and not 
Catlin Co. (and of various other competing interests), 


apparently under the assumption that the manufacturers 

would not be adjudged infringers. When the two Patents 

were sustained against Leeds & Catlin Co., many dealers 
found themselves stocked up with a lot of the Leeds & Catlin 


records, and without any chance of getting further records | iM 
from the same source; and presumptively were in a fair way 

to find their investments a dead loss. Such dealers were 
consequently in a troubled state of mind; if they undere- 

took to sell those records for use with the swinging-arm | 


machine of the Berliner Patent, they would be adjudged 





centributory infringers of that Patent; while they had the | 
| 

possible alternative of selling them to a licensee, either | 
| | 

the Victor Co. or ourselves, Under the license-~agreement, 


as We have always understood it, we would have had no 


ae. — 


ground of complaint had the Victor Co. taken the said goods 


from the dealers, 


Sp gE ae 


Because we were licensed under the asreement of 





June, 1907, we believed we had the perfect right to take | 


those Leeds & Catlin records off the hands of the dealers, | ; 


a a eee — ee 
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and thereby reassure the trade. And by so doing, those 


dealers (who had formerly been "outlaws" as it were, engaged 


in handling the goods of infringers) were brought back into 
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the fola@, and became licensed dealers in legitimate goods 
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manufactured and sold under license of both the Jones and 


= 


the Berliner Patents. ‘ 
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At the time we took over said Leeds & Catlin records, 


we had no intention of re-selling the same, That is, we had 





not made any arrangement for re-selling them, nor did we at 
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the time contemplate doing so} although, of course, we 






realized that we had the perfect right to re-sell them 


| if we saw fit. Our sale of said Leeds & Catlin records 
| Was made subsequently, and to a different concern, and was 

an entirely distinct and separate transaction. We have not 
gold any Leeds & Catlin record to any person or concern | 


from whom we ever received anv Leeds & Catlin record. | 


As to our subsequent sale of some of said Leeds & 


| Catlin records, we were likewise acting in good faith, 





gince we believed (and still believe) that we were justified 
by the spirit as well as the letter of the Victor-Brapho- 
phone agreement. We meade said sale on the eve of the holiday | 


| 
season. The complainant herein, through ita subsidiary | 
| 


=o 


| Company the Universal Talking Machine Manufacturing Co. 


"stencillied goods" manufactured for the said Universal Co. 


a a ee 


| 

aforesaid, was at that time flooding the market with its | 
| 

| 


by said Victor Co. Those goods bore the designation 
"Zonophone", and were put out in the name of the Universal | 
Co., and not in complainant's name. I have already referred | 
to President Johnson's letter of Feb. 8, 1907, as stating 
that said Zonophone records are "in reality a parallel case 
| with your Cour) scheme goods". 

To meet this Zonophone competition, we succeeded in 
| selling a quantity of cur own single-faced Columbia records, 
nanufactured by ourselves in the regular manner, but 

_ Which by that time had become with us an obsolete product; | 
| and - at the special request of the customer, and as con- | 


templeted by the provisions of paragraph 7 of cur Victor- | 
| Graphophone license-agreement, with regard to Spehane zoods*® | 
or "stencilled gcods" =- ¥e placed on said cunt A ca | 
customer's label (e.g., "Sir Henri"). And, because we 
: believed that we were fully authorized under our license 


' to deal freely in said Leeds & Catlin records, we likewise 
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if 


| that this selling transaction, shortly before Christmas of 


sold to the same customer, and as part of the same 


transaction, some of our stock of Leeds & Catlin records 





(acquired by us as above set forth); and (still in 
accordance with the aforesaid paragraph 7 of the agreement, 
and at the request of the customer) we placed thereon the | 
same label "Sir Henri"5 and for said Leeds & Catlin records | 
the customer was allowed a price ROnERE Ean ane than that 
charged for the goods of cur cwn manufacture, 


I repeat, that there may be no misunderstanding, 


last year, was entirely distinct and separate from the 





purchasing of said Leeds & Catlin records, which was from 
other parties, and occurred during the early part of June, 
1909; and that our sale was not to an adverse party engaged 
in defiant infringement of the patents of the two parties, 
but was to one of our licensed dealers, engaged in handling 
goods made by ourselves under our own Jones Patent and solid 


by us under our Berliner license, 


In conclusion I can only say that we have always 





believed we had the perfect right to buy and sell and to 

















Geal freely in scund-records manufactured by Leeds & Catlin 
Co. or by any other concern; and that in these transactions 


= 


we have acted in absclute good faith. 


| 
esr 84-L— 


Subscribed and sworn to before | 
me this 20th day of April, 1910. | 
Notary Public, 

(SEAL) : New York County. 
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Index te Contract between the Victor 
Talking Machine Company ,and 
the American Graphophone Company, 
dated June 3-1907. 


= ir 


Royalties under old sgreement’ cancelled. 


Royalties under Jones Patent efter expiration 
of Berliner Petent. 


Reyalties on Johnson and Dennison Patents after 
expiration of Berliner Patent. 


Royalties under Necdonald Petent after expiration 
of Berliner Patent, 


No two royalties shall be due on one record. 

No two royalties shall be paid on a single machine, 
Scheme goods, etc. 

Royelty provisions shall become operative, not 


before Feb. 11, 1911, upon decision in test 
case. 





Royalties shall apply on goods sold in United 
ctates only. 


1 
| 


Goods return shall be released from royalty. 


Statements shall be made semieannually and 
remittances within thirty days thereafter. 


Neither company shall delay suits against the 
other. Victor Co. shall discontinue, without 
prejudice three suits now pending in New York 
District Court. 

Party owning patents will presecute infringers. 


Counsel of one party will assist counsel of other 
party upon request, 


Neither party shall copy machines of other party. 
Reither party shall copy records of other party. 


Graphophone Co. waives rights for damages against 
Universal Companies, 


Settlement of Macdonald, Jetter and Gibson Inter-~ 
ference. 


Graphephone Co. shall not use word "Gramophone" 
and Victor Co. shall not use word “Graphophone® , 


Fixes date of expiration of Berliner Patent. 8 
Defines words "final hearing", 

States rights granted are not assignable. 

States this agreement takes place of one dated 


December 8, 1903. 
Agreement shall remain in force until Oct. 9,1923, 
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AGREEMENT made this See Sey = oune) 1907, OY 


land between the VICTOR TALKING MACHING “COMPANY, a cmmanceliiet 
| organized and existing under the laws of the State of New 


| Jersey (hereinafter called "Victor Company"), end having 


its principal office in Camden in said State, and the 


| AMERICAN GRAPHCPHONE COKPANY, a corporation erganized and 


existing under the lavs of the State of West Virginia, 


| having its principal office at Bridgeport, Connecticut, 


(hereinafter cnlied "Graphophone Company"). 


WHSREAS the Victor Company has received a 


8 rm, oh meng ett toa EO AN DICE ILA A CORES LICL PE SLD 4 


license from the Berliner Gramophone Company, a corporation 


—, —~- 
ws ae ms oe w+ 
<crre ce 


organized and exietiiec under the laws of the State of 


| Virginia, to manufacture, ‘sell and deal in granophones and 





f—© 


| gramophone goods, the susgeut—a ter of certain United states 


| Letters Patent issued to san cianaiinilal particulerly Letters 


el et ee ee ee = ee i. 


Patent of the United States No. 554,543, and the Graphophone 


| Cempany is desirous of operating under the said patent, and 


WHEREAS the Victor Company 18 also the owner of 


Se re iT wet A. 


certain other letters patent of the United States, to wit, 


No. 814,786, issued March 13, 1906 to ZH. R. Johnson for 


| Talking Machine, and No. 814,848, issued Harch 13, 1906 to 


E. R. Johnson for Amplifying Horn, and No. 832,896, issued 
October 9, 1906 to W. N. Dennison for Amlifying Horn for 


Talking Machine, and the Grap nephens Company is desirous 


es a 


of operating under the said watonts, provided any clains of 
any of the same shell be sietaInNd, énd is desirous of 
cooperating with the Victor Company in every lawful way to 
procure as speedly as possible a judicial construction of 
the said patents, and 

WHEREAS the Graphophone Company is the owner 
of U. 8. Patent No. 688,739, granted December 10, 1901, to 


one Joseph VY. Jones, for a method of making zig-zag sound 


wle 
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records, and the Victor Cempany is desirous of operating 
under ihe said patent, and | 

WHEREAS the Graphophone Company is the owner of 
U. S. Patent Ne. 714,651, issued November 25th, 1902, to 
Thomas H, Macdonald, for Improvement in Recerding and 


Reproducing Sounds, and Ne. 680,339, issued August 13, 1901, 


te Thomas EH. Macdonald, for Graphophone, which last mentioned | 


patents have not been adjudicated, so that their scope and 
validity have not been ascertained, and 

WHEREAS the Victor Company is also desirous of 
securing a license under the said last mentiogwed patents, 
respectively, previded any Cleim or Claims thereof which the 
Victor Company infringes be sustained, =nd is desirous of 
cooperating with the Graphophene Company in every lawful way 
toe procure as speedily as possible a judicial construction 
of the said patents er any of them, and | 

WHEREAS it is the desire of both parties to 
settle certain differences existing between them regarding 
a former agreement between the said parties, dated December 
8, 1903, and te settle certain issues and contreversies 


relative thereto, and relative to the patents mentioned, and 


to arrive at an amicable and fair settlement and adjustment 


| thereof. 


NOW THEREFORS TEIS AGRMZMENT VWITHESSETH that 


for and in consideration of the premises, and of the mutual 


| covenants herein contained, and of the sum of one dollar 
each te the ether in hand paid at and before the signing of 
| these presents, the receipt of which is hereby ecknowledged,, 


the parties herete have covenanted and agreed, and de 


| covenant and agree as follows: 


= 
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a The claim which each perty has against the 


other fer moneys or royalties due er wrising under the 


license agreement between them ef December &, 1905, or under 
any of the aferesentioned patents to dete, or any damages 
er profits relative to the same, are and shall be aet off 


one against the ether respectively and satisfied to date, 


end no other reyalties shall be due thereunder except as 


hereinafter previded, it being understood and agreed that 


upon the execution of this present agreement the said 


agreement of December 8, 1903, shall be null and void. 


Ze No royalties shall accrue or be due or payable 
py the Victor Company unto the Graphophone Company for the 
»759, 


right to manufacture under the said Jones Patent No. 68& 


until the date of expiration ef the said Berliner Patent 


Wo. 554,543, and no royalties shall accrue or be due er 
peyable by the Graphophere Company to the Yictor Company 
* Hie _ a ae 


until the date of expiration of the said Berliner Fatent 


No. 534,543, it being covenanted and agreed that: the 





royalties shall be set off ene against the other up to and 


including the said date. After the date of expiration of 


the said Berliner Patent Ke. 534,543 the Victor Cempany shall 


pey unte the Graphophene Company for all records thereafter 


sold by it in the United States which shall be made under the 


process of the said Jones Fatent No. 666,739 in the United 


States, a royalty ef two per cent of the wholesale price, 


and the whelesale price shall be considered as fifty per 


se long only, hewever, as the said Jones patent remains 


| 
cent. of the regular catalogue or advertised retail price, 
| 


valid and is not declared invelid by the final decree of 


court ef competent jurisdiction, 


=o 


any 
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| 
So In case at final hearging the comes petents 
Nes. 814,786 and 814,848 er the Dennison Peters No.832 898, 
er any or all of them, shall be sustained vy the Court as 
to any claim or claims which the Graphophene Company 
infringes, past royalties and damages shall be waived, and 
the Graphophone Company shall thereafter during the life-time 
ef the said patent or patents, er so long as it uses the 
subject matter of such sustained claim or claims thereof, and 
56 leng es such sustained cleim remains valid and is not 
declared invalid by the final decree of any court of com 
petent jurisdiction pay unto the Victor Company royalty, at 
the following rates, viz: two per cert of the wholesale 
price, and the wholesale price shall be considered as fifty 
per cent of the reguler catalogue or advertised retail price 
ef the complete machine; out the payment of royalties. under | 
this clause shall in no case begin until the date of expire 
ation of the enid Berliner Patent He. 534,543, 

4, In case at final hearing the Macdenald Patent 

Ne. 680,339 issued August 13, 1901, for Grephophone, shall 
be sustained by the Court as to claims four or five past 


reyalties shall be waived, and the Victor Company shall 


thereafter, after the date eof expiration of the said Berliner 


SE 


Patent Ne. 534,543, during the life-time of the said patent,, 
and so long as it uses the subject-matter of such sustained 
claim or claims thereof, and so long as such sustained claim 
remains valid and is net declared invalid by the final decree 
ef any court of competent jurisdiction, pay te the Graphophon 
Company reyalties at the fellowing rates, viz: two per cent. 
eof the wholesale price of the cemplete machine, and the 


whelesale price shall be considered as fifty per cent. of . 


| 
ne 
| 
| 
, 
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the regular catalogue or advertised retail price. 





5. The Victor Company shall have the right to 
manufacture, sell and deal in records constructed in 
accordance with the Macdonald Patent No. 714,65h, without 


the peyment of any additional royalty than that heretofore 


a ~ 
. 


specified regarding the Jones Patent No. 688,759; in other 





| words,, two royalties shall not at any time be due upon one 


| record under any of the patents herein. In like manner, the 





| Graphophone Compeny shall not be required to pay two royal~ | 
| ties on one machine under any of the pate nts mentioned herein, | 
6. It is understood and agreed, however, as to the | 

Johnson Patents Nos. 814,786 and 614,848 ana the Dennison | 


Patent No. 832,896, and the Kacdonald Patents Nos. 714,651 


Se 


and 680,339 that no royalties shall be due by either licensee 


until one or more of the said patents of the said respective 


parties shall be sustained at finel hearing and in no event 
shall two royaltiés be paid upon a single record or a single 


| machine, under the patents herein, and the said royalties 


| shall only continue so long as the said patents shall be | 
'held to be valid, and no royalties shall accrue or be due, 
or weap nbLe until after the date of expiration of the said 
| Berliner tatené No. 534,543. | 
| 


Ts In the case of scheme goods, stencilled goods, 


= a SE FE me tay a a rab ga oa ee 


nameless goods, or goods not sold at retail in the regular 


—- es 


manner but sold om ae at special PEACSH, the amount peid 


cat Mig wake = 


by the customer to the Peetony shall be considered as the | 


| 
| wholesale price upon which to base royalties, and no middlee 
| man*s price shall be considered, : 
8. It is understood and agreed that the provision 
—— contained relative 6 the payment of royalties by the 
respective parties, shall becore operative, but not before 


February 11, 1911, and after the decision of any infringement 


ee EE EEE 
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suit upon final hearing, besed upoi any of the said patents, 
as herein provided for, which the parties hereto mzy heree 


after agree in writing between thenselyes shall be considered 






jas a test case, whether such case to be egreed upon as a test 
case shail be between the parties hereto or ageinst other 
defendants, 
9. It is understood end agreed that the said 
» chi 
tte es provided shall apply only to ood sole inv 
the United Staves. Goods exported +0 be used in fores¢ 


pLOREE SAS shail Joa be eee unee, | under ue e royalty clause. 











apts See Fite teal ARSE yee — 
eee | 


1C. All ee een erry under exchange » peeveukts 
ions shall be reles ased from the royalties until cgain cold, 
ut this shall not apply to goods returned és second-hand 
sade. Royalties must be prid on all goods sack ES eee suid 
or delivered to stoskrooms other than the stocxrooms of the | 
Graphophone Company or the stockrooms of the Victor Company | 
jor their subsidiary compeniss. It is not intended, lLovever, | 
= the royalties shall be paid o:: goods which constitute 
_ regular stock of any of th: compnnies herein mentioned 
- not sold. Royalties shall be paid on all goods delivere 


ed or sold under consignment agreements, but credit shall 









be allowed on 411 such goods if returned to the consignor.. 


| 
ll. #11 statements and settlements after the date | | 
of expiration of the 32id Serliner Patent No. 524,545 are to | 
ibe made semieannwlly, beginnin;: with the even year or half | 
year by each respective company in accordance vith and after 
lthe dates on which they make their semieannual audits, and 
| checks in settlement of such statements muct ve remitted 
isn aacoxsance therewith not more than thirty days after said 
| statements shell be due, and cach party shall keep books of 
“account of sll euch patented goods sold by it respectively 
| to show clearly and unequivocably the quantity and vcolue of 
all such goods sold, and either party may choose an indepene 
dent and impartial auditor, who shall nave the right to 


examine said cooks, of the other party. 
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12. Neither of the companies shall delay any of 
the infringement suits now pending or hereafter to be 
brought by the one company ageinst the other, but shall do 
all in their power respectively to speed the said suits to 
final hearing and final deternincation,, usingall lawful means 
to defend the said suits, the objectof this portion of the 
agreement being that the question of the validity of the 
unadjudicated patents, the subjectemattier of the said suits, 


shall be fully tried as speedily as possible, so that their 





value may be Known and determined at an early date. The 
Victor Company agrees to discontinue: without vrejudice the 
three suits now pending egainst the Graphophone Company in 
the U. &. Circuit Court for the Southern District of New 
York, based on the following patents respectively, viz: 
U. S. Patent Yo. 739,218 to E. RB. Johnson iesued September 
cc, 19905, for Sound Record; U. 8 Patent No. 778,976, ‘to 
E, R. Johnson, issued January 3, 1905 for Kethod of affixing 
Tableta to Sound Records, and U. S. Patent No. 760,606 to 
T. 4. Sirnbaum, issued May 24, 1904, Record Plate for Gremo- 
phones, 

LS It ts further agreed as to sil patents adjudi- 
cated or to be edjudicated as valid, that the party owning 
or controlling ench patent or patents will with due dili- 


gence actively proceed ageinst ati EAE EO ES of said patent 


=e 


or ie a a ee ee Ne en A ye Cu 204, bela eg ae ee ltt 
patents, to Sasase such “infringing parties from seid 


eee eae 


writing to proceed against any such alleged infringers by 


infringenents,, and for an aeoounting, when requeated in 
the other party hereto. 


14. Bach of the parties hereto shall through their 


_counsel, when requested by the other party, assist such 


other party in prosecuting infringements of said patents 


ifs 


| 
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sustained or to be sustained, efter the same has been 
sustained when so requested in writing, each party bearng 
the expense of its own counsel, it being understood that 
the direction and control of said suits shall be entirely 


in the hands of the party tringing the suit and controlling 





the patent. | 
15. It ie hereby covenented and egreed, however, 
recerding the license of the Victor Compary to the Grapho- 
phone Company under the said Johnson Patents, Kos. 814,786 
and 814,848, and Dennison Petent No. 8t2,896, end as regards 
the license of the Graphophone Company to the Victor Com» 
many under the Hecdoneld Patent Mo. 680,359, that neither 
licenree shall have the right to copy the machine of its 
licensor, and shall not manufacture or sell any closer copy 
of the machines of the licensor then the licensee is now 
manufecturing and selling at the date of this contract. 
In other vords, reciprocal rights hereby granted under the 
patents nemed in this contract relating to hollow arm mache 
ines, under the patents herein, do not give te either 
party the right to copy the detali features of construction 
peculiar to the machine of the other party as now meade; 


the manufacture or sale by either licensee of a closer 


eee 


copy of the licensor's hollow arm machine will be construed 
as an infringement of the lécensor's said patents, 
16, It is further egreed shat nelther P Bat arty to 

this contract shell copy by any method of counterfeiting or 
duplication any records owned or controlled or first 
produced by the other party, nor will they deal in or handle 
in any manner vheteoever such sogiien if made by others, and 
that they will i aac to secure a discontinuance of such 


acts: on ‘the part of others, and to eecure legislation making 


it illegal to copy or counterfeit records if it shall be 


found that the present laws do not cover the caee/. 


win | 
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17. The Grephophone Company covenents end agrees 
to waive, and hereby waives all claim and demand or right 
of recovery of demeges and profits egainst the Universal 
Talking Machine Company and Universal Talking Machine 
Henufacturing Company which have accrued at the cate of 
this egreement, in the suit lately decided against the 
latter compuny, and for all pest infringements of the 
Jones Patent Ko. 666,739, and hereby releases the said 
company from ell pest claims anc demunds whatseever relative 
to the seid Jones Putert. 

18. The three interference proceedings now pending 
in the United States Patent Office between Nacdonald, Jetter 
and Gibson, interference os, 25,157-A,:25,158-B8 and 
25,653-C, shail be settled forthwith by permitting the 
respective patents te issue to the party or parties to whom 
the patents should be grented in the opinion ef the Counsel 
for the respective parties, and a free and perpetual license 
to use the subjectematter of the seid Interference shall be 
granted to the assignee of the other party or parties to 
said interference, 

+9. itis coverianted und agreed by ond between the 
parties hereto, thet no right is hereby grented or conferred 
directly or indirectly, - the Graphophone Company to use 


a Pe 


the name or word "Gramophone" in connection with talking 


machines, records or accessories, or in any wey whatsoever, 


and that no right is herebvy granted or conferred to the 





Victor Company to use the name or word "Graphopnone"™ rel- 


ative to talking machines, records or accessories, or in any 


way whatsoever; the right to the use of the said respective 
woris belonging to the said respective perties, being 


expressly reserved in the respective parties, and each of 
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the parties hereto covenants and agrees that it will not 
use the said name or word belonging to the other party. 
20. it is hereby agreed that the date of the 
expiration of the Berliner Patent No. 534,543 referred to 
in paragraphs 2, 3, 4, 6, and 11 herein shail not be con- 
strued to be earlier than Weleuaey 21 igil. 
21. The vords “final nearing® as used in cleuses 


3, 4, 6 and 8 tereof shall be tuken for the purposes of 





+ 


this agreement to mean the hearing in the appellate court, 


| 
| 


in case an appeal be taken by the party defeated in the 


lower court, otnerwiee the hearing in the lower court. 


22. The rights entislnemt provided for shall be 
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personal to the parties a6 whi the Same are granted, an 
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are not sesigneble, or eny Tights nerein anetecaves, “without | 
spootal, consent in writing of the grantor firet had and | 
obtained. | 
23. It is understood end aereed that this agreement 
is entered into as a suostitute agreement for the agreement 
of Decenber 8, 1903, vdetween the sane parties, which said 
attar agreenent is cancelled und annulled. 
c4. “nie agresment shell continue and remain in 
forse until October 9, 1923, it vdelng understood, however, 
that the royalties provided to be paid on the several 
patents enall cease with the expiration of each patent, or 
upon the same being declared invalid as hereinbefore pro- 
yided. 

IW ¥WIiTHesS WZRMC¥Y the parties hereto have duly 


executed inlie agreement the day end year first above written. 


Attests: VICTOR TALKING Haciilss= COMPANY 
Albert C. Widdleton, By Bldridge R. Johnson, 
Secretary. President. 
Attest: ANERICAN GRAPHOPEOHE COLPARY, 
EH. 0. Rockwood, By E.D.xaston, 
Becretary. President. 
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SRE CIRCUIT COURT OF TRE UBITED STATES 
For the Southern District of New York, 





VICTOR TALKING MARGHINE CO. ET AL. 
on oie 5 Sen Vig In Equity. 
, ates AMERICAN GRAPHOPHONE COMPANY. 
Se % , k 4 : = ee ‘ 
ae : 
Ag 7 te ee | 
- 2.) HORACE PETIT, ESQ., - 
- Of Counsel for above-named Complainants, 
Witherspoon Building, 
Philadelphia, Pa. 
‘i 
PLEASE TAKE NOTICE that the annexed is a copy 
; » of the Beston affidavit which ° shall refer to at the 
| hearing before Judge LACOMBE set for to-morrow, April 29, 
1910, at 2.56 p. m. in the Post Office Building in the 
| Borough of Manhattan, City of New York. The trade journals 
h cS ? 


BSaston affidavit 


and advertisements referred to in the 





will be produced at the hearing, and meantime can be 





inspected at this office. 





: Respectfully yours, 
- 
i 
b 
M , 
i 
| Of Counsel for American Graphophone Co. 
J i 
1 Dated New York City, 
» ' fpril 28., 1910. 
* 
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IN THE CIRCUIT COURT OF THE UNITED STATES 
For the Southern District of New York. 
VICTOR TALKING MACHINE COMPANY 
VS. 


AFRICAN GRAPHOPHONE COMPANY. - 


RASTON AFFIDAVIT. 
State of New York, ) 

> ‘$B a 
County of New York, ) 


EDWARD D. EASTON, being duly sworn, deposes 
and says: I have already made an affidavit herein in con- 


nection with application for re-hearing. I have just been 


5 


informed of certein statements made by lir. Eldridge R. 


Johnson, in an affidavit verified herein on April <5, 1910, 


which call for comment. 


Mr. Johnson, at the top of page 3, states that 
the object of the Victor-Graphophone license-agreement wees 
"to suppress all infringements and to 
prevent infringers from disposing of their 
infringing goods", » 
So far as the persons referred to in the above quotation 
should in truth be infringers, and their acts real infringe- 


ments, - Mr. Johnson's statement is correct; and if, by 


Ea = 


- zz Ld CJ 


'preventing them from disnosing of their infringing goods', 


he means merely the usual injunction grented egainst further 


| 
infringement, he is correct. But if he means more than | 
that, he is mistaken; there is nothing in the written 
agreement itself nor in the mutual understanding and | 
intention of the parties to support his present views. 
Certainly it was never our irtention or understanding thet | 
we were obligated to agree that any end every article which 
the Victor Co. might choose to designate an “irfringement" 


ts Lt 
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| should be regarded by us as an actual infringement; it 


a se = 


was certainly not intended that the mere say-so of the 
Victor Co. should cause a non-infringing article to be 
regarded by ourselves as @ prohibited erticle. With regard, 
therefore, to sound-records, which sre not in themselves 
infringements of the Berliner Patent, cut are merely capable 
of becoming contributory infringements, it was certainly 
not our intention or understanding that re were to be prce-# 
hibited from dealing in them under our license, + provided 
of course, they were not couiterfeits of Victor records. 

Mr. Johnson manifestly concedes - as he must. | 
concede, since it is the fact - that we are licensed "to | 

‘ 

operate under" the Berliner Patent in suit. But he undertakes’ 
tc assert that we are not thereby licensed to deal in records 
manufactured by others. To justify this argument of his 
as. to wrat is meant by the license "to operate under" the 
Patent, he says, near the top of pege 4, that the only 
right granted us, and the only rigi:t intended to be granted 
us, Fas 

"the right to operate under Claim 5 to 

produce the apparatus of Claim 35 and to 

sell the product", 
The matter just quoted is ambiguous, if not meaningless. 


It would seem to mean that “the apparatus of Claim 25" is 


= ‘ _ i ia I —— 


produced as the product o 


result of “operating under 





Claim 5". Of course this is not correct, because the 


method set forth by Claim 5 is"the method of reproducing 
sound", which does not yield any product or epparatus. 

The word "produce" used by lir. Johnson in this connection | 
is ambiguous: One may "produce" the apparatus of Claim 35, 
either by himself manufacturing each element of the Claim 


and then himself combining them, or by procuring each 
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plement separately from other persons and then himself 
combining them to "produce" the combination-apparatus of 
the Claim. 

On the same page Mr. Johnson states that the 
purpose and object of the agreement, "among others" was to 
permit us to mannfacture (and to sell the product of our 


ovm manufacture). This is true as far as it goes, but it 
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does not go far enough. HONS eS. Se purposes and 
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objects in nilalins. Vas our right to handle product manuf act« 





ured by third parties | bee long as they were not are ee 
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* 


cf Victor records). | 


r 


It is not true, as stated by Er. Johnson, that 
to be. 


| 

the perties contemplated that we were restricted to doing | 
| 

/\ | 

| 


our own manufacturing; and there is nothing in the egréement | 
| 

itself to support this assertion, | 
It is not true, 2s stated by Mr. Johnson ,page 5, | 


under paragraph "{3)" , that we should. not have the right 





to sell. records manufactured by others. 


Mr. Johnson, at the top of page 6, referring 


i 





to our importations of Fonotipia records, does not deny 


that complainant knew well of that fact: he merely says 


| 
complainant “never had the matter called to its attention 


ee ee ee 


in 
* 


before in this connection", If ir. Johnson means that the 


eee 2 


Victor Co. did not Know of the fact, he must be mistaken, 


as I shall show velow. 


SS eee ee 


Nr. Johnson's ‘understanding! that we ceased 
to import the Fonotipia records because ‘we realized that 
ve were violating the injunction' by so doing, - is absol- 
utely incorrect. We continued importing the Fonotipia 
Records throughout the year 1907 and later; and the modi- 


fication (whereby we imported merely the Fonotipia metrices 
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from which to do our own pressing in this country) wes mede 
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for manifest business reasons, among others the follcwing: 
When we bought the finished records from the Fonotipia, the 
price paid the latter included the Fonotipia's pene rs on 
the pressing-tp operations (which we were able to save by 


doing our own pressing); furthermore, ocean-freight and 


duty head to ve paid upon each and every record imported; 
whereas, by importing only the matrices, we saved the pays 
ment of freight and duty upon the thousands and thousands 
of records pressed up from each matrix. 

Fonotipia Limited has been well known for 
years eas a strong European concern which has been in come 
petition with my Company and with the Victor Co. in various 
foreign countries; so that the Fonotipia concern itself 
and its so-called Fonotipia Records have for a long time 
been well known to complainant, who muse rave Known that 


Fonotipia Records were records menutactured by the 


I XT) 
cr 


cnotipla concern, 

As showing thes publ icity given the fact that 
we were importing records made abroad by the Fonotipia 
concern, I refer to an article published in the January 19, 


1907, issue of "The Music Trades", stating that the well« 


known singer Bonci had to refuse to sing for any Americen 


talking-machine concern, because of his contract to sing for 


an Italian phonograph company; end announcing that our 


Columbia Phonograph Co. had just contracted for the exclusive 


sale in tnis country of said Bonci records, 
In the January 15, 1907, issue of another trade 


publication, “The Talking Wachine World®", the announcement 


is made on page 35 thereof, that our Columbia Phonograph Co. 


had secured the exclusive sale of Signor Bonci's records, 
which would continue to be manufactured by the Fonotipia 


Co. of Milan, Italy; and that the first consignment of 
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trese records had been sold by us before their s6rrival. 

In still a third publication, "The Musical Age 
on page 387 of the issue of January 26, 1907, is a state- 
ment that our Columbia Phonograph Co. had secured the 
exclusive American rights to sell records made by Signor 
Bonci for an Italian talking-mechine concern before the te 
came to this country. 


Among other published announcements, I find on 


page 56 of the April 15, 1907, issue of "The Telking Machir- 


World", the advertisement put out by our Columbia fs. 
the "New Bonci Double-faced Dise Records", some forty or 
fifty different selections. 

The “Wusic Trades", “The Musical Age", and "Th 
Talking Machine World", are well-known trade publications, 
which give particular attention to talking-machine muiters 
"The Talking Machine World" being devoted exclusively to 
this industry. These journals carry advertisements of our 
goods and of the Victor Co's product, snd it is inconceiv-~ 
able tnat the Victor Co. remained in ignorance of the fore 
going announcements. 

I produce and deliver to defendant's counsel a 
specimen of 2a circular advertisement put out broadcast by 
my Company, headed in large letters as follows: "IMPORTED 


DISC RECORDS from Societa Italiana Di Fonotipia, Milan, 
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Italy. List of records on hand at Fridgeport, March 23, 
1907";: also thirteen others put out with the same heading 
and dated respectively May, 11, May.25, June 29, Aug. 3, 
Aug. 17, Sept. 14, Sept. 21, Sept. 28, Oct. 5, Dec. 7, 
Dec. 14, Dec. £1, = all in 1907; and Jen. 18, 1968, 

I likewise deliver to defendant's counsel syecimen of a 


folded circular widely disseminated by our Columbia Phonoe 
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graph Co. in May, 1907, naming said Columbia Company as 









"Importers of records by" various well-known artists. 


The foregoing shows what wide-spread and con~. 







tinuous publicity we were giving to the fact that we were 





openly and regularly importing disc records. lr, Johnson 


ledge of it. 2D sf a 


- | t 
Subscribed and sworn to before me, 


this 19% day of April, 191C., 


Pulp Rk. Seah 


Notary Public, 
New York County. 


| must be mistaken if he thinks the Victor Co. had no knowe 
[Seal] 
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Gnited States of America, ss: 


Che President of the Qnited States of America, 


To the Honorable the Judges of the... CIRCUIT 


ee eee eee eee eee tS _ 


Court of the United States for the... SOUTHERN _ 


Ao tee ee 2 oe mee 


Bilis): A | [ae NEW YORK, 


GREETING: 


Whereas, Atty cn He... Circuit..... ae te veiled! Seclos 
fer the oouthe rn _ Disbriol off oo. oon OW YORK i, before yout, 


‘ ex sare of yott, tn a cause Celueen.. Victor Talking.. Machine. Company.and 


another, and.the American Graphophone Company, an order was entered in 
: the 6ffice of the clerk of said court on the 10th day of May 1910 in 
the words and figures following, to wit: 

"And now to wit, this 10th day of May A. D., 1910, on the return 
of the order to show cause herein, issued out of tnis court on: the 14th 
Gay of March 1910, why an at t:chment should not issue against the above 
named Cefendant. American Graphaphone Company, for contempt of court, 
by reasnn of violating and disobeying the perpetual injunction of this 
court issued herein out of and by the authority of this court on the 
6th day of April A. D., 1906 upon the notice dated March 14, 1910, and 
upon the petition for the said order to show cause, verified March 12, 
1910, and the exhibits attached thereto, consisting of the decree 
herein on.final hearing, dated April €, 1906, and the writ of perpetual | 
injunction herein dated and served April 6, 1906, and the affidavit of 
David W. Evans, verified March 10, 1910, the afficavit of George W. 

Case, Jr., verified March 10, 1910, the affidavit of Frederick A. 

Blount, verified March 10, 1910, and the exhibits atteched thereto, con- 

sisting of ccpies of Pettit-Mussie letter of Feb. 15, 1910, Massie- 

Pettitt, letter of Feb. 219 1910, and Pettit-‘'assie letter of Feb/ 21, | 

1910, and the affidavit of Albert C. Middleton, verified March 12, 1910 

and the attached exhibit, consisting of copy of writ of injunction | 
| 





against Leeds & Catlin Compan:-, dated October 27, 1907 (1906) filed in 
support of said order, and the order obtained by the defendant, dated 
‘ March 15, 1910, extending time for service of reply affidavits, the 
affidavit of C. A. L. Massie, verified March 14, 1910, a second affi- 
Gavit of C. A. L. Massie, verified March 31, 1910, with exhibits | 
, annexed thereto and forming part of said affidavit, concisting of copies 
~~... ofthe f6llowing.papers in-certain-proceedings now—pendinge—in-the—Circuit--- 
Court of the United States for the District of wew Jersey between said 
American Graphophone Co , and said Victor Talking Machine Co., to-wit; 
Two orders granted by Judge Cross in said New Jersey suit, on March | 
21, 1910; Lyle affidavit, verified in saad New Jersey suit ’ var ch a9, 
. 1910; two orders granted "by Judge Cross in said New Jersey suit on 
Mar ch 14, 1910; affidavit of service verified in said New Jersey suit — 
on March ;* 1910; order granted by Judge Lanning in said New Jersey 
° suit on March 4, 1910; bill of complaint in said New Jersey suit,: 
verified March 1, 1910, as amended March 21, 1910; Massie affidavit 
verified in said New Jersey suit March 1, 1910, with exhibits 
annexed thereto (and likewise forming part of the aforesaid Second 
Massie affidavit verified herein March 31, 1910} to wit, .Victor-Graph- 
ophone livense agreement of Dec. 8, 1903; ’Victor-Graphophone license- 
acreement of June 3, 1907; Pettit-Massie correspondence as set forth 
in the above named Blount's afficavit, and in addition the Massie- 
Oe letter of Feb. 23, 1910, Pettit-Massie letter of Feb. 25, 1910, 
einberge affidavit, verified in said New Jersey suit March 1 1910; 
second Massie affidavit verified in said New Jersey suit March 2, 1910; 


Yerkes affidavit verified in szid New Jersey suit March 2, 1910; "and kaymondR. Wit 


the affidavit of Paul H. Cromelin, verified March 18, 1910, filed on 
behalf of dfendant up-on the return of the said order to show; and 
after hearing Horace. Pettitt, Esq., of counsel for complainants, and 

C. A. L. Massie, Esq: ,of counsel for the defendant, and the question ag 
to whether or not the ‘attachment. for contempt should issue against the 
above named defendant, having been argued on the first day of April, 

A. D. 1910 by said counsel for the respective parties, and due deliber- 
ation having been had, and the court having on April 6, 1910 filed a 
written opinion finding the said defendant to be in cont enpt of court 
and imposing a fine of $1,000.00 as a punishment for said contempt; end 
the said defendant by its counsel having on April 22, 1910, moved for 

a rehearing of complainants.’ motion to have the said’ defendant adjudged 
in contempt of court, which motion came on for hearing on April 29, 
1910, and upon the following additional affidavits; Yerkes affidavit 
April 9, 1910; and Hicks affidavit, April 11, 1910; Easton affidavit 
verified April 20; 1910;:Johnson affidavit verified. April 25,.1910, 
with the exhibits annexed thereto; second Easton affidavit, verified 
April 28, 1910, and the exhibits produced therewith; and the said motion 
having been reargued by Richard N. Dyer, Esq., on behalf of defendant, 
and Horace Pettit, Esaqe, on behalf of complainants, and due deliberation 
having been had and the ‘court havir ‘g on May 6, 1910, filed the follow- 
ing opinion: "Upon reargument of this motion i see no reason to change 
the opinion heretofore epressed." it is 

1, Ordered, adjudged and decreed that the said defendant 
American Granhophone Company has viclated the sa writ of perpetual 
injunction which issved under the order of this eourt on the 6th ay of 
April 1906, which said writ was dult{/served upon the said defendant on 

the 6th day of April 1906, by pur cha sing and reselling disc talking 
machine records manufactured and.sold by the Leeds & Catlin Company of 
New York City, N. Y., in infringement of the Berliner United States 
Letters patent No, 534543, in suit and has tnerefore committed a con- 
tempt of court. 

II. It is further ordered, adjudged and decreed that mid sale 
by the said defendant of the said Leeds & Catlin disc talking machine 
records was not contemnlated or licensed by the terms of the contracts 
made by and between the partigs hereto, dated December 8, 1905, and June 
3, 1907, respectively; was in violation of the said agreement of June 
3, 1907, and is in infringement of claims 5 and 35 of sam U. S. Letters 
—_Patent No. 5845435.. ~ —~ 
| III. And it is further ordered, adjudged and decreed that a 
fine, in punishment of said contempt be and is hereby imposed upon the 
said ‘defendant, American Graphophone Company, tkaxxxkdxdafandtankx 
of one thousand dollars ($1000,00) payable to the United States, and to 
be paid to the clerk of this court within five (5) days from the entry 
of this order, and in default of such payment that execution therefor 
shall issue. 
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And mle re as, cr Chee  frneseret Lexo0r of | Odden » cre the ecene CuK fol 
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~ @n consideration mherenf, IT IS HEREBY 


Ordered, Adjudged and Decreed, 


That the order of said Circvit Court be and it hereby is 


reversed with costs, taxed at the sum of $263.95. 
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